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Sir: 



The Appellant has carefully considered this application in connection with the Final 
Exammer's Action electronically delivered July 8, 2010 (hereinafter "Office Action"), and 
respectfully requests a pre-appeal brief review of this application in view of the following remarks. 
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REMARKS/ARGUMENTS 

Claims 1-4, 6-11, 13-18 and 20 are currently pending in the application. 

I. Rejection of Claims 1-4, 6, 8-11, 13, and 15-18 under 35 U.S.C. §103 

The Examiner has rejected Claims 1-4, 6, 8-11, 13, and 15-18 under 35 U.S.C. §103(a) as 
being unpatentable over U.S. Patent No. 5,631 ,912 to Mote (hereinafter "Mote") fiirther in view of 
U.S. Patent No. 7,124,340 to Bos, et al. (hereinafter "Bos"). The Appellant respectfiilly disagrees. 

At item 19 at the top of page 6 of the Office Action, the Examiner states: 

Examiner maintains that Mote discloses port access circuitry on a integrated 
circuit (IC) that denies access to a memory of the IC when a testing port is disabled 
("[t]he output enable bit held in the latch 217 can be used to enable or disable the 
entire memory bus interface 148 when in JTAG test mode" -e.g. see, col. 4, lines 31- 
62, see also FIG. 1; wherein IC 128 controls the access to memory system 140 
through interface 148; access to memory 140 can either me {sic) disabled or enabled 
when in JTAG testing mode). 

As the Examiner recognizes. Mote teaches enabling or disabling (when in JTAG mode) the entire 

memory bus interface 148. When latch 217 is used to disable the memory bus interface 148, access 

to memory 140 by first memory chip 1 10 is prohibited. However, even if access to memory 140 is 

prohibited by chip 1 10, this does not mean that all access to memory on chip 1 1 0 is denied. On the 

contrary, since Mote teaches that even if latch 217 disables access to memory bus interface 148, 

access to interface 138 and PCI interface 128 can still be enabled. Thus, access to memory on 

chip 1 1 0 is NOT denied but, rather, access to memory on chip 1 1 0 can be allowed through either ^iP 

interface 138 and/or PCI interface 128 since they can be enabled. Indeed, many operations by |xP bus 

135 andPCIbus 125 will access memory on chip 110 even if access to memory bus 145 is denied by 

disabling memory bus interface 148. 
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As such, while the cited portions of Mote may teach denying access to memory off of chip 
110 . the cited portions of Mote do NOT teach or suggest denying access to memory on chip 1 1 0 as 
recited in pending independent Claims 1, 8, and 15. Bos has not been cited to cure the above-noted 
deficiencies of Mote but to teach a testing port comprises a direct loopback between input and output 
pins thereof Thus, the cited portions of the cited combination of Mote and Bos, as applied by the 
Examiner, does not provide a prima facie case of obviousness for pending independent Claims 1,8, 
and 1 5 and Claims that depend thereon. Accordingly, the Appellant respectfully requests the Review 
Panel to remove the §103(a) rejection of Claims 1-4, 6, 8-11, 13, and 15-18 and allow issuance 
thereof 

11. Rejection of Claims 7, 14, and 20 under 35 U.S.C. §103 

The Examiner has rejected Claims 7, 14 and 20 under 35 U.S.C. §103(a) as being 
unpatentable over Mote and further in view of Bos and U.S. Patent No. 6,522,100 to Hansford 
(hereinafter "Hansford"). As established above, the cited portions of the cited combination of Mote 
and Bos, as applied by the Examiner, do not provide a prima facie case of obviousness of pending 
independent Claims 1, 8, and 15. Hansford has not been cited to cure the above-noted deficiencies 
of the cited combination but to teach wherein the IC is a baseband chip of a mobile communication 
device. As such, the cited portions of the cited combination of Mote, Bos, and Hansford, as applied 
by the Examiner, do not establish a/jrima facie case of obviousness of pending independent Claims 
1, 8, and 15 and Claims that depend thereon. Accordingly, the Appellant respectfully requests the 
Review Panel to withdraw the §103(a) rejection of Claims 7, 14, and 20 and allow issuance thereof 
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III. Conclusion 

In view of the foregoing remarks, the Appellant respectfully submits that all of the Claims 
currently pending in this application are in condition for allowance and therefore earnestly solicits a 
Notice of Allowance for Claims 1-4, 6-1 1, 13-18, and 20. 

The Appellant requests the Reviewers to telephone the undersigned agent of record at (972) 
480-8800 if such would further or expedite the prosecution of the present application. The 
Commissioner is hereby authorized to charge any fees, credits or overpayments to Deposit Account 
08-2395. 



Respectfully submitted. 



HITT GAINES, PC 




Steven J. Hanke 
Registration No. 58,076 



Dated: September 8. 2010 
P.O. Box 832570 
Richardson, Texas 75083 
(972)480-8800 
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Agency having need for the Information in order to perform a contract. Recipients of 
Information shall be required to comply with the requirements of the Privacy Act of 1974, as 
amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty In 
this system of records may be disclosed, as a routine use, to the International Bureau of the 
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal 
agency for purposes of National Security review (35 U.S.C. 181 ) and for review pursuant to 
the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, 
General Services, or his/her designee, during an Inspection of records conducted by GSA as 
part of that agency's responsibility to recommend Improvements In records management 
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall 
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be used to make determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after 
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent 
pursuant to 35 U.S.C. 151 . Further, a record may be disclosed, subject to the limitations of 37 
CFR 1 .14, as a routine use, to the public if the record was filed in an application which 
became abandoned or in which the proceedings were terminated and which application is 
referenced by either a published application, an application open to public inspection or an 
Issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, 
or local law enforcement agency, if the USPTO becomes aware of a violation or potential 
violation of law or regulation. 



